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PRE- APPEAL BRIEF 



Dear Sir: 



In response to the final Office Action mailed on January 7, 2009, Applicant respectfully 
requests pre-appeal reconsideration of the final rejections of record in view of the following 
remarks. No amendments are being filed with this request. Claims 1-17 are currently pending. 

I. The Provisional Double Patenting Rejection of Claims 1-17 

Claims 1-17 stand provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-20 of copending U.S. Patent Application 
No. 10/761,883, claims 1-15 of copending U.S. Patent Application No. 10/761,894, and claims 
1-24 of copending U.S. Patent Application No. 10/972,765. See Office Action at 2. Applicant 
respectfully requests that this rejection be held in abeyance until all other substantive issues in 
this case have been resolved. The filing of a terminal disclaimer in this case does not constitute 
an admission of the propriety of the obviousness-type double patenting rejection. See MPEP § 
804.02 and Quad Environmental Technologies Corp. v. Union Sanitary District, 946 F.2d 870, 
20 USPQ2d 1392 (Fed. Cir. 1991). 

II. The Anticipation Rejection of Claims 1-7, 10, 11, 14, 16, and 17 

Claims 1-7, 10, 11, 14, 16, and 17 stand rejected under 35 U.S.C. § 102(e), as allegedly 
being anticipated by U.S. Patent No. 7,249,175 to Donaldson. See Office Action at 3. 
Particularly, the Examiner contends that Donaldson discloses each and every element recited in 
the respective claims. See id. Applicant respectfully disagrees and traverses this rejection on the 
following grounds. 
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As stated in MPEP § 2131, "A claim is anticipated only if each and every element as set 
forth in the claim is found, either expressly or inherently described, in a single prior art 
reference." Verdegaal Bros. v. Union Oil Co. of California, 2 USPQ2d 1051, 1053 (Fed. Cir. 
1987). 

A. Donaldson fails to disclose "a diversion address" as recited in independent 
claims 1, 14, 16, and 17 

Donaldson fails to disclose "a diversion address A'_l" and more particularly "an 

intercepting means for ... substituting the diversion address A' l for the to-address A_l in the 

RCPT reply ... if the message is determined to be unsolicited" as recited in independent claim 1 

and similarly recited in independent claims 14, 16, and 17. Donaldson does not implement a 

diversion address whatsoever. Instead, Donaldson implements a Quarantine Database 1610 for 

storage of rejected messages. See Donaldson at col. 36:25-26. A rejected email message is saved 

to a separate file in the quarantine directory, which is specified by a pathname such as 

/var/spool/asmtp/QD. See id. at col. 38:26-35. 

1. Patentable weight has to be given to the recited claim term "diversion 
address" 

Patentable weight has to be given to the recited claim term "diversion address," contrary 
to the Examiner's assertion. See Office Action at 10. All words in a claim must be considered in 
judging the patentability of a claim against the prior art. In re Wilson, 424 F.2d 1382, 165 USPQ 
494 (CCPA 1970). While it may be true that the terms "A' l" and "A_l" refer to general data 
per se, the Examiner cannot overlook the fact that Applicant is claiming a diversion address or a 
to- address , respectively. A "diversion address" is a definite term to one of ordinary skill in the 
art that limits the scope of the claims and hence, should be considered in judging the 
patentability of those claims over the prior art. 

2. A diversion email address is not equivalent to a quarantine file or a 
quarantine file pathname 

Neither quarantine files nor the pathnames associated with those files are equivalent to a 

diversion address. The claimed diversion address "A'_l" is an email address that is substituted 

for the "to-address A_l," which is also an email address (i.e., the recipient's email address), in 

the RCPT reply command. See Applicant's Specification at f 20 ("If the message is suspected of 

being unsolicited and the to-address is in the save spam database then it logs the rejected 

message in a rejected connection database, looks up the diversion address A' l in the diversion 
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database, substitutes A' l for A_l in the RCPT command, and sends the modified RCPT 
command to MTAl and allows the conversation to proceed.")- This diversion address "A'_l" 
is a separate email address to which the client (i.e., intended recipient of the unsolicited message) 
wishes to divert their unsolicited messages. See id. at U| 55 and 101. Simply put, an email 
address is not a file or a file pathname. Accordingly, it cannot be said that Donaldson is 
substituting a "diversion address" for the "to-address" in the RCPT reply as recited in claims 1, 
14, 16, and 17. 

The Examiner's basis for contending that Donaldson discloses such a limitation is 

unsound. Particularly, the Examiner appears to argue that "appending the recipient address when 

a message is determined to be unsolicited and otherwise to be quarantined" as allegedly taught 

by Donaldson is equivalent to the missing limitations noted above. See Office Action at 10. 

Applicant respectfully submits that this argument has no merit. Appending the recipient's 

address (i.e., the "to-address") to a quarantined file does not fulfill the limitation of substituting a 

diversion address for the recipient's address in a RCPT reply as claimed. Donaldson makes no 

mention whatsoever of a diversion address or altering the RCPT reply in such a manner. 

Moreover, a quarantined file is not a RCPT reply. Furthermore, if the Examiner's reasoning was 

followed to its logical conclusion, in essence the Examiner is alleging that Donaldson teaches 

substituting the appended address (i.e., the "to-address") for the "to-address," which does not 

make sense to one of ordinary skill in the art. 1 

B. Donaldson discloses intercepting communications between a sending MTA 
and a receiving MTA before a RCPT command from the sending MTA is 
received, which is the opposite of what is recited in independent claims 1 and 
14 

Donaldson fails to disclose "wherein the unsolicited message diverting communications 
processor does not intercept communications between MTA 0 and MTA l before a RCPT 
command from MTA 0 is received by the unsolicited message diverting communications 



1 It is not readily clear what the Examiner is pointing to in Donaldson to fulfill the claimed 
diversion address. Nonetheless, Applicant is assuming that the Examiner is equating the 
appended recipient address to the claimed diversion address. If this assumption is not correct, 
Applicant requests further clarification from the Examiner as to what elements (e.g., the 
appended address or the quarantined file) within Donaldson are alleged to be a diversion address 
and a modified RCPT command. 
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process" as recited in independent claim 1 and "whereby MTAl controls the interaction 
between MTA 0 and MTA l before a RCPT command from MTA 0 is received" as recited in 
independent claim 14. Donaldson clearly does the opposite . Referring to Fig. 13, Donaldson 
discloses an active filter proxy 1401 intercepting communications between a remote MTA 1400 
and a local MTA 1402 - the remote MTA 1400 attempting to send a message to the local MTA 
1402. As shown, the active filter proxy 1401 intercepts several SMTP command communications 
from the remote MTA 1400, e.g., HELO and MAIL, prior to receiving a RCPT command from 
the remote MTA 1400. The active filter proxy 1401 intercepts these commands so that it may 
determine through several tests whether to reject the message or close the connection with the 
sending 1400 prior to opening a connection with the local MTA 1402. See, e.g., id. at col. 16:59- 
66 ("If the proxy 1401 does not reject the MAIL From transaction 1413 following the Active 
Dialup, Active Relay and/or Active User testing, then in step 1470 the proxy opens a data 
connection to the MTA 1402 .")(cmphasis added). In other words, Donaldson's active filter 
proxy 1401 is not communicating with the local MTA 1402 until after it processes and tests the 
information contained in the HELO and MAIL commands and determines that the message is 
acceptable. Thus, it cannot be said that Donaldson's active filter proxy 1401 is not intercepting 
communications between the sending and receiving MTAs prior to a RCPT command as claimed 
in claim 1. In addition, it cannot be said that Donaldson's local MTA 1402 (i.e., the receiving 
MTA) is controlling the interaction between the remote MTA 1400 and the local MTA 1402 
before a RCPT command is received as claimed in claim 14. Clearly, Donaldson's active filter 
proxy is intercepting the HELO and MAIL commands, and controlling the communications with 
the remote MTA 1400 prior to it receiving a RCPT command. 

In sum, Donaldson fails to disclose at least two limitations recited in independent claims 
1 and 14, and at least one limitation in independent claims 16 and 17. Claims 2-7, 10, and 1 1 are 
not anticipated by Donaldson at least because they depend on claim 1 . Applicant respectfully 
requests the Examiner to withdraw the anticipation rejection of claims 1-7, 10, 11, 14, 16, and 
17. 

III. The Obviousness Rejections of Claims 8, 9, 12, and 13 

Claims 8 and 9 stand rejected under 35 U.S.C. § 103(a), as allegedly being unpatentable 
over Donaldson in view of U.S. Patent Application Publication No. 2002/0087641 to Levosky, in 
view of U.S. Patent Application Publication No. 2004/0015554 to Wilson. See Office Action at 
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7. Claim 12 and 13 stand rejected under 35 U.S.C. § 103(a), as allegedly being unpatentable 
over Donaldson in view of Levosky. See id. at 8. Applicant respectfully disagrees and traverses 
these rejections on the following grounds. 

Levosky and Wilson fail to cure the deficiencies of Donaldson. Levosky discloses an 
alias email address, which the user associated with such may provide to senders of email. See 
Levosky at abstract. Wilson discloses a challenge-response technique for a sender of email to 
confirm that it is not source of spam. See Wilson at abstract. Neither of these references teach 
nor suggest implementing a diversion address and substituting a diversion address for the to- 
address in a RCPT command as claimed. Accordingly, Donaldson, either taken alone or in 
combination with Levosky and/or Wilson, fails to teach or suggest "an intercepting means for . . . 
substituting the diversion address A' l for the to-address A_l in the RCPT reply ... if the 
message is determined to be unsolicited" as recited in independent claim 1. Claims 8, 9, 12, and 
13 are not obvious at least because they depend from claim 1, which is not obvious. 

The Examiner is respectfully requested to withdraw the obviousness-type rejection of 
claims 8, 9, 12, and 13. 
IV. Conclusion 

In view of the foregoing, it is respectfully submitted that the present application is in 
condition for allowance, and an early indication of the same is courteously requested. In order to 
expedite resolution of any issues and to expedite passage of the present application to issue, the 
Examiner is respectfully requested to contact the undersigned by telephone at the below listed 
telephone number if any comments, questions, or suggestions arise in connection with the 
present application. 

Applicant is submitting herewith the requisite fees for a one-month extension of time and 

Notice of Appeal for entry and consideration of this Pre-Appeal Brief. 

Respectfully submitted, 

Dated: May 6, 2009 By: /Trevor Q. Coddington/ 

Trevor Q. Coddington, Ph.D., Esq. 
Registration No. 46,633 

Trevor Coddington, Ph.D., Esq. 
3510Calle Hidalgo 
Carlsbad, CA 92009 
Telephone: (760) 809-4275 
Facsimile: (760) 683-6995 
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